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DETAILED ACTION 
Specification 

1 . The disclosure is objected to because of the following informalities: it is noted that all 
reference numerals described in the specification with respect to figure 1 are not matched with 
all reference numerals in the drawing. For example, the reference numeral of "computer" is 20 in 
the specification while it is 120 in the drawing; "processing unit" is 21 in the specification while 
it is 121 in the drawing... etc. Appropriate correction is required. 



Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In reLongi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

3. Claims 25 and 26 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 30 and 35 of copending 
Application No. 09/694873. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because they recite the same scope. 

Regarding claim 25, claim 30 of the copending application recites a method comprising 
steps for: 
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providing an object store that includes a plurality of navigation objects which can be 
loaded into a memory of the consumer system, each navigation object defining a portion of the 
multimedia content that is to be filtered; 

using a decoder to determine when the multimedia content decoded by the decoder is 
within the portions of the multimedia content defied by the plurality of navigation objects; 

when multimedia content decoded by the decoder is determined to be within the portion 
of the multimedia content defined by a particular navigation object, filtering the multimedia 
content; and 

causing the multimedia content to be played at an output device, whereby the multimedia 
content played at the output device excludes each portion thereof which is filtered in accordance 
with the plurality of navigation objects. 

Regarding claim 26, claim 35 of the copending application recites that the portion codes 
are time codes. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
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subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

5. Claims 9-12, 15, 17-20, 23-28, 31, 32 and 38-40 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Iggulden et al. (US 5,333,091 A) (hereinafter '7 Wl "). 

Regarding claims 9, 18, 25 and 38, 1 '091 discloses in an automatic editing system for 
enabling a consumer to filter multimedia content (e.g., video/audio content), wherein the system 
includes a processor 120, a memory 124, a decoder 106-1 10, and an output device 14 for playing 
the multimedia content, a method for assisting the consumer to automatically identify portions of 
the multimedia content that are to be filtered and to thereafter automatically filter the identified 
portions, e.g., automatically eliminating the identified commercial during playback (see abstract 
and figure 2), comprising: 

creating an object store (the pattern, duration, and/or interval of blank frames) which can 
be loaded in to a memory of the system, the information including a plurality of events (e.g., B, 
C, D - see figure 2), each of which defines a portion of the multimedia content that is to be 
filtered by defining a start position (e.g., point B in figure 2) and a stop position (e.g., point C in 
figure 2) and an event time for filtering action performed on the portion of the multimedia 
content defined by the star and stop positions (see col. 4, lines 9-52; col. 6, lines 16-42); 

continuously querying for a position code, the position code indicating a position relative 
to other positions within the multimedia content (e.g., during playback, a decoder continuously 
receives the encoded data indicating position of the tape in the cassette. The decoder obtains a 
time code from the video tape during playback. The time code is regarded as a tape position code 
- see col. 5, lines 48-52; col. 8, lines 45-66; col. 11-12, lines 68-4; and figure 2); 
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continuously monitoring the position code and comparing it with the event time to 
determine if there is indexed event relating to the current position of the tape (see col. 8-9, lines 
8-2); 

when the position code is determined to be within an event, scanning past action assigned 
to the event in order to filter the multimedia content for that portion defined by the point (see col. 
4, lines 9-52; col. 10, lines 23-34); and 

transferring the multimedia content to an TV 14, wherein the multimedia content is 
played at the output device excluding each portion thereof which is filtered in accordance with 
the plurality of points (during playback, the stored data for each event is compared to the timing 
reference data read from the tape and the VCR is automatically commanded into a fast scan 
mode when the tape reaches the beginning time of a portion of the video signal that has been 
determined for elimination during playback. The VCR is then automatically commanded to 
return to the normal "play" mode when the tape reaches the ending time of that portion of the 
video signal. The TV screen be blanked while the VCR is in the fast scan mode — see col. 3, lines 
49-62; col. 4, lines 9-20; col. 7, lines 18-40 and figure 2). 

Further regarding claims 38-40, they call for computer readable medium for carrying 
machine-executable instructions for implementing method. It is noted that the method of I '091 
should be automating method steps in software to automate the editing system and provide 
computer control. 

Regarding claims 10 and 17, 1 ' 091 explicitly discloses that the VCR plays the program 
in play mode until the tape reaches the position corresponding to event B. Since the video signal 
between events B and C has been determined as commercial material, the VCR is commanded 
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into skip mode. When the tape reaches the position corresponding to event C, the VCR remains 
in the skip mode since the video signal between events C and D has also been determined as 
commercial material. When the tape has advanced to the position corresponding to event D, the 
VCR is commanded back to the play mode for normal viewing of the program material between 
events D and E. It is further noted that once the time code or tape position code interval is 
calibrated during normal play, the time code will provide will provide an accurate measure of 
time relative to the recorded video signal for comparison with the stored event times (see col. 4, 
lines 39-52; col 8, lines 49-66). 

Regarding claims 11, 19, 26 and 39, 1 '091 discloses that the position codes are time 
codes (see col. 8, lines 50 to col. 9, line 14; col. 11, line 64 to col. 12, line 4). 

Regarding claims 12, 20, 27 and 40, I'091 discloses skipping the portion of the 
multimedia content, e.g., commercial message, defined by the event (see col. 4, lines 16-20 39- 
49). 

Regarding claims 15, 23 and 31, 1 '091 discloses determining the time interval between 
the events if it is less than five minutes (see col. 10, lines 13-17). 

Regarding claims 24 and 32, 1 '091 discloses scanning or skipping the events in the video 
signal (see col. 4, lines 9-23 and 39-52). 

Regarding claim 28, 1 '091 discloses that the decoder is located at the consumer's 
computer system (see figure 2). 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1-3, 5-7, 14, 22, 30 and 33-35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Iggulden et al. (US 5,333,091 A) (hereinafter "I '091 "). 

Regarding claims 1 and 33, 1 '091 discloses in an automatic editing system for enabling a 
consumer to filter multimedia content (e.g., video/audio content), wherein the system includes a 
processor 120, a memory 124, a decoder 106-1 10, and an output device 14 for playing the 
multimedia content, a method for assisting the consumer to automatically identify portions of the 
multimedia content that are to be filtered and to thereafter automatically filter the identified 
portions, e.g., automatically eliminating the identified commercial during playback (see abstract 
and figure 2), comprising: 

creating an object store (the pattern, duration, and/or interval of blank frames) which can 
be loaded in to a memory of the system, the information including a plurality of events (e.g., B, 
C, D - see figure 2), each of which defines a portion of the multimedia content that is to be 
filtered by defining a start position (e.g., point B in figure 2) and a stop position (e.g., point C in 
figure 2) and an event time for filtering action performed on the portion of the multimedia 
content defined by the star and stop positions (see col. 4, lines 9-52; col. 6, lines 16-42); 

the position code is determined to be within an event, scanning past action assigned to the 
event in order to filter the multimedia content for that portion defined by the point (see col. 4, 
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lines 9-52; col 10, lines 23-34); and transferring the multimedia content to an TV 14, wherein 
the multimedia content is played at the output device excluding each portion thereof which is 
filtered in accordance with the plurality of points (during playback, the stored data for each event 
is compared to the timing reference data read from the tape and the VCR is automatically 
commanded into a fast scan mode when the tape reaches the beginning time of a portion of the 
video signal that has been determined for elimination during playback. The VCR is then 
automatically commanded to return to the normal "play" mode when the tape reaches the ending 
time of that portion of the video signal. The TV screen be blanked while the VCR is in the fast 
scan mode - see col. 3, lines 49-62; col. 4, lines 9-20; col. 7, lines 18-40 and figure 2). 

I '091 does not explicitly disclose retrieving the multimedia content to be played at the 
consumer in response to a request. Official Notice is taken that providing a video program from a 
provider in response to a subscriber's request is well known in the art. Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made to modify 
the system of I '091 by providing a video program from a provider in response to a subscriber's 
request in order to enhance the television system. 

Further regarding claims 33-35, they call for computer readable medium for carrying 
machine-executable instructions for implementing method. It is noted that the method of I '091 
should be automating method steps in software to automate the editing system and provide 
computer control. 

Regarding claims 2 and 34, T091 discloses that the position codes are time codes (see 
col. 8, lines 50 to col. 9, line 14; col. 11, line 64 to col. 12, line 4). 
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Regarding claims 3 and 35, 1 '091 discloses skipping the portion of the multimedia 
content, e.g., commercial message, defined by the event (see col. 4, lines 16-20 39-49). 

Regarding claims 5, 14, 22 and 30, 1 c 091 does not explicitly disclose receiving a fee 
from a user to access the server system for a specific period of time. Official Notice is taken that 
paying a fee at a subscriber's terminal for authorizing viewing a movie for a specific period of 
time is well known in the art. Therefore, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to modify the system of I '091 by paying a fee at the 
viewer's terminal for authorizing viewing a movie for a specific period of time. 

Regarding claim 6, 1 '091 discloses determining the time interval between the events if it 
is less than five minutes (see col. 10, lines 13-17). 

Regarding claim 7 ? I '091 explicitly discloses that downloading detectable events in the 
video signal during playing back the video. Data for each pair of events is tested so that each 
inter-event interval is assigned either a scan start flag or a resume play flag to control operation 
of the VCR such as scanning or playing during playback (see col. 10, lines 44-47). 

Claims 4, 13, 21, 29, 36 and 41 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Iggulden et al. (US 5,333,091 A) (hereinafter "I '091 ") in view of Igglden (US 6,002,443 
A) (hereinafter "I '443"). 

Regarding claims 4, 13, 21, 29, 36 and 41, 1 '091 does not disclose muting audio content 
for the portion of audio content. However, I '443 discloses a method for muting the audio 
portions of the television signal during each unwanted segment such as commercial segment (see 
abstract and col. 10, lines 5-19). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify the system of I '091 by muting the audio 
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portions of the television signal during each unwanted segment as disclosed by F443 for purpose 
of muting the unwanted broadcast material without a human operator. 

Allowable Subject Matter 
8. Claims 8, 16, 37 and 42 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

The prior art of record does not teach or suggest the limitations "sending a representation 
of the one or more navigation objects to the consumer system, the representation including a 
description of the one or more navigation objects; receiving a password from the consumer 
system to authorize disabling at least one of the one or more navigation objects; receiving a 
response to the representation of the one or more navigation objects sent to the consumer system, 
the response identifying the at least one of the one or more navigation objects to be disable; and 
disabling the at least one of the one or more navigation objects such that the filtering action 
assigned by the at least one of the one or more navigation objects is ignored". 



Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

August et al. (US 6,100,916 A) discloses a system and method for blocking of individual 
programs and/or portions of programs. 

Ostrover (US 6,351,596 Bl) discloses a method and system for determining scenes to be 
skipped and the starting point of any scene that is to follow a scene that is to be skipped. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ngoc K. Vu whose telephone number is 703-306-5976. The 
examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Grant can be reached on 703-305-4755. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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